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DETAILED ACTION 

This office action is responsive to Request for Continued Examination filed on 
08/08/2007. 

Response to Amendment 

The Examiner has acknowledged the amended claims 16-34. 

Response to Arguments 

Applicant's arguments filed on 01/04/2007 have been fully considered but they 
are not persuasive. 

Regarding Applicant's argument (page 14) that Ohgushi et al fail to disclose that 
the event specified is the generation and change of operation of a predetermined 
electronic device connected to a communication network so that the event is an object 
to be observed. The Examiner respectfully disagrees with Applicant's assertion 
because Ohgushi clearly discloses an event information monitor 105, which monitors 
event information stored in the event information storage device 220 and drives the 
corresponding event by driving the event driver 106 when the event satisfies an event 
drive condition. The event to be driven causes, for example, the E-mail automatic 
transmitter 107 to transmit the E-mail and causes a message display unit 109 to, for 
example, notify this to a user and drive an external program (col. 5, line 66 through col. 
6, line 6). 

In response to Applicant's argument (page 14, second paragraph) that the trigger 
condition in Tso et al. is not a transfer trigger as is required in the claimed invention. 
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The Examiner contends that Tso does suggest in a broad sense such limitation (see 
col. 13, line 59 through col. 14, line 8; Tso discloses in block 103, for each user 
currently served by server A 17m schedule/resource controller 61 filters the traffic report 
InfoBites by using the criteria of the time of day and the location of each user to decide 
which InfoBites i.e., the parts of the InfoCast that pertain to the particular user). 

Regarding Applicant's argument (page 14, fourth paragraph), the Examiner 
maintains that Ohgushi et al in combination with Leonard do disclose the claimed 
language. Leonard provides software for managing electronic mail that enables the 
originator of the message to set, at the time that he or she composes the message, a 
self destruct date and time for that email, such that, upon that date and time, and 
independent, world wide, of the number and types of computers/software that may 
eventually interact with the message, the number of people who may eventually receive 
the message, or the number of handling incidents that may eventually impact the 
message, the message and all of its incarnations will vanish (see col. 9, lines 52 - 61). 

In view of such, the rejection is maintained and repeated as follows: 

Claim Objections 

Claims 17,19, 24, 27, 29 are objected to because of the following informalities: It 
is suggested to delete " meets " (claim 17, line 22) and insert — has met — . It is also 
suggested to delete " can be " (claim 24, line 9; claims 27 and 30, line 7) and insert -- is 
— . It is suggested to delete " electric " (claim 24, line 13), and insert — electronic — . It 
is suggested to insert — of-- (claim 29, line 7). 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 16, the term " electronic apparatus " is not clear. Is Applicant 
referring to the previous electronic apparatus or another one? 

Regarding claims 17 and 19, the term " electronic mail " (claim 17, line 12; claim 
19, line 13) is not clear. Is Applicant referring to the previous electronic mail from claim 
16 or another electronic mail? 

Regarding claim 18, the limitation of transferring from said automatic transfer 

identification code from said electronic apparatus is not understood. Applicant is 

kindly requested to rewrite such limitation in order to make it clear. 

Regarding claim 25, the term " a communication server apparatus " (line 9) is 
confusing. Is Applicant referring to another communication server apparatus or to the 
previous one?. 



Application/Control Number: 09/863,616 
Art Unit: 2157 



Page 5 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 16, 18, 24, 26, 29, and 31 - 33 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Ohgushi et al (US 6,760,753; hereinafter Ohgushi). 

Regarding claim 16, 18, 24, 26, 29, and 31 - 33, Ohgushi teaches a method for 
automatically transferring an electronic mail over a communication network (fig. 1), said 
method comprising the steps of: sending from a communication terminal unit an 
electronic mail in which a transfer trigger condition is written together with an address of 
a destination communication terminal unit to be transferred according to a 
predetermined rule to a communication server apparatus equipped on said 
communication network, said communication server apparatus being a home server for 
observing an electronic apparatus connected to an indoor information network, and said 
transfer trigger condition including event information about the operation and the 
change of electronic apparatus (fig. 2C; col. 1 , lines 48 - 61 ; col. 4, lines 9 - 60; col. 5, 
lines 18 - 35), receiving, registering, and storing at said communication server 
apparatus said electronic mail sent from said communication terminal unit (col. 5,lines 
36 - 40), and thereafter watching said event information in order to discriminate 
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whether said trigger condition meets or not and transferring corresponding electronic 
mail as registered whose trigger condition has met to said destination communication 
terminal unit (col. 2, lines 1-9; col. 5, lines 41 through col. 6, line 6). Claim 18 adds 
the limitation of allocating an individual identification code to said electronic mail, and 
thereafter sending said transfer trigger condition together with said allocated 
identification code to said electronic apparatus (col. 2, lines 19 - 53). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 1 03(a). 
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Claims 17, 19, 22 - 23, 25, 27 - 28, 30, and 34 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Ohgushi et al (US 6,760,753; hereinafter Ohgushi) 
in view of Tso et al (US 6,047,327; hereinafter Tso). 

Regarding claims 17, 19, 25, 27 - 28, and 30, Ohgushi teaches substantially all 
the limitations, including the idea of an e-mail automatic transmitter 107 to transmit the 
e-mail and causes a message display unit 109 to, for example, notify this to a user and 
drive and external program (col. 6, lines 3 - 6), but fails to specifically teach that said 
transfer trigger condition further includes an event information about arrival at specified 
place of a mobile electronic apparatus, the positional information of which can be 
obtained via said network, and watching the arrival at the specified place of said mobile 
electronic apparatus over said communication network after registration of said 
electronic mail and then transferring corresponding electronic mail whose transfer 
trigger condition meets to the address of said destination communication terminal unit, 
when said transfer trigger condition has met due to the arrival at the specified place of 
said mobile electronic apparatus. 

However, Tso et al teaches an analogous system for distributing electronic 
information to a targeted group of users, which comprises an electronic information with 
a transfer trigger condition including as event information arrival at specified place of a 
mobile electronic apparatus, the positional information of which can be obtained via said 
network, and watching the arrival at the specified place of said mobile electronic 
apparatus over said communication network after registration of said electronic mail and 
then transferring corresponding electronic mail whose transfer trigger condition meets to 
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the address of said destination communication terminal unit, when said transfer trigger 
condition has met due to the arrival at the specified place of said mobile electronic 
apparatus (col. 13, line 59 through col. 14, line 8; Tso discloses in block 103, for each 
user currently served by server A 17m schedule/resource controller 61 filters the traffic 
report InfoBites by using the criteria of the time of day and the location of each user to 
decide which InfoBites i.e., the parts of the InfoCast that pertain to the particular user). 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Ohgushi by having an event information 
arrival at specified place of a mobile electronic apparatus, the positional information of 
which can be obtained via said network as a transfer trigger condition as evidenced by 
Tso for the purpose of allowing information providers and marketers to only send 
information to users who might be interested in that information the ability to "focus" the 
dissemination of information by allowing by having the ability of "focus" the 
dissemination of information, thereby reducing excessive waste of bandwidth and 
transmission capability. 

Regarding claim 22, Ohgushi and Tso teach all the limitations in claim 17, and 
Ohgushi further teaches wherein said communication server apparatus or said 
automatic transfer and intermediary communication server apparatus sends a transfer 
completion notice to the communication terminal unit of the sender after completing 
transfer of the corresponding electronic mail according to said transfer trigger condition 
(col. 5, lines 13-18; col. 6, lines 55 - 61). 
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Regarding claim 23, Ohgushi and Tso teach all the limitations in claim 17, and 
Ohgushi further teaches wherein said communication server apparatus or said 
automatic transfer and intermediary communication server apparatus sends a transfer 
failure notice to the communication terminal unit of the sender when having failed to 
transfer the corresponding electronic mail to said communication terminal unit according 
to said transfer trigger condition (col. 8, lines 15 - 46). 

Regarding claim 34, Ohgushi and Tso teach all the limitations in claim 17, and 
Ohgushi further teaches a specific template enable to be rewritable with said transfer 
trigger condition together with said address to be transferred, and enabling a 
communication terminal unit to download said template over a communication network 
when accessing thereto (see figs. 2 and 3). 

Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ohgushi et al (US 6,760,753; hereinafter Ohgushi) in view of Leonard et al (US 
6,721 ,784; hereinafter Leonard). 

Regarding claims 20 and 21, Ohgushi teaches substantially all the limitations of 
claim 16, but fails to specifically teach that said transfer trigger condition added an 
expiry date of automatic transferring for said registered electronic mail (claim 20); and 
wherein said electronic mail of which expiry date for automatic transferring has expired 
is transferred to the communication terminal unit with the address to be transferred or is 
erased, when the corresponding expiry date set in said transfer trigger condition 
expires. 
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However, Leonard teaches these concepts (see abstract, col. 1 , line 47 through 
col. 9, line 9). 

Thus, it would have been obvious to one of ordinary skill in the art to modify the 
teachings of Ohgushi by adding an expiry date of automatic transferring for said 
registered electronic mail for the purpose of allowing the originator of a message to 
control the lifespan or expiration of electronic messages. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yves Dalencourt whose telephone number is (571) 272- 
3998. The examiner can normally be reached on M-TH 7:30AM - 6: 00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571) 272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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